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U.S. Patent No: 5^83.216 Group Ait Unit: 1611 

Issued: December 10. 1996 Examiner: Jobn M. Ford 

Tide: MEDIODS FOR THE MANUFACTURE OF CEPHEMS 



PETITION TO INVOKE C0MMISigONER*S SUPERVISORY APTHamTY 

UNDER 3") CJP.R. l.lgl(a)C3) OR ALTERNAITVE FETmON POR REVIEW OF 

QUESTION NOT SPECmCALLY TRQVIDiED FOR UNDER 37 C JJR. 1.182 



;^ Commissioner for Patents and Trademarks 
C3 Waslungton, E.C. 20231 



Sir: 



INTRODUCTION 



C3 Ici the aix»V6-cap6,caied xeexamination, ihe Piifflaiy Examiner has repeatedly rejected 

origjpal, ttpamc tided claims in die patent uiukr 35 U.S.C. 1 12 in violation of the lecacaminadan 
$camte» despite die patentee's repeated argumifixts ibai original, unamended claims cannot be 
rgec^ed under lection 112 durixie a rccxaminnjaon. 

In ^e O'ffiraridihg Office Acdon, the Prinuoy Examiner has not aaly rejected unamfflded 
claims (claims :.4-l6) under secdon 112, but he has doae so based on the iheoty Hiot a new 
Inteqaretation o~ an unamended claim means that the daim can be treated as a new daim» dbcxcby 
justifying its ^caminatiQn for coianpliacce witb section 112. In the interests of justice and Oie 
statuioxy mandate that reexaminations should te handled with "special dispatch*, the patentee 
respectfully pettions the Commissioner to interveoe and order wiflidrawal of these improper 112 
rejections m onler to reduce the issues during subsequent ptosecurion. 
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ReexaniiMtioii Nos. 90/004,950 & 90/005,200 
Ochiai et al,, U.S. PatenC No_ 5,583,216 



Tboug^ die patentee could appeal, that would require an appeal of all the Dutstandhig 
rqections together, dfipiiviog pacehcee of any opportunity to respond on the merits to the 
Exanriner's odierncw arguments in the outstsinding Office Acdon and to put in additional 
evidence bcfcm: ^peal. At the same time, ttiough the patoitee could respond yet again in the 
next response ciiccted to ibe Examiner to tbe these improper section 112 rqectionSp givea the 
histoxy detailed below and the dear violation of Ate "special dspatcb" requircmcait which has 
already taken place as a result of these improper section 112 rejections, invoking die 
Commissioner's siqpervisoiy authority is necessary. Dismissing this petition simply because the 
patentee could -iddrcss the rejections yet again in the next response would be manifestly urgust^ 
given tbe time ^md expense alreacfy wasted on past responses to these improper section 112 

L rejections and leaving the door open to a further violation of the ''speciaJ dispatch" requirement 

C ? in tbe Primary Examiner's next Office Adloii . 

\i FACTS 

J\ Hie instant reexanunation began with a request for reexamination filed on April 3, 1998, 

more dian 2 yeius ago . 



,i To date there have been four non^linal Office 

d 

TIiB '21 S patent under reexamination issued with 5 original claims (copy attached as 

ExbihitA). 

In ibe first Office Action (copy attachifd as Exhibit B), claims 3-5 were not rgected under 

seption 112, ami they were treated by the PkitJiaiy Examiner as being entitled to the earliest U.S. 

filing date, thoig:h diey were rejected on olbei: grounds. 
■ 

En a subsequent response Opartial copy anadied as Exhibit C), the patentee canceled 
claims 3-5 in oider to rewrite them m indepaident form as claims 6-8 (Exhibit C at pages lA), 
Aside firom difi £xent numbers and A& rewritiirig of claim 3 in tbe form of indq>endent daim 6, 
daxms 6^ were verbatim the same as original daims 3-5. 

a 

-2- 
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lUexaminadoii Nos. 90/004,950 & 90/005 p^! 00 
Odnai et aL, U.S. Patent No. 5,583,216 



Yet. in 9. subsequenl: Office Acdon (o:ipy actachcid as Exhibit D), the Htammpr treated 
several oiigiiialf unamended claims as new daims, rejectu^ tfaetn tender section 112. bi 
particular, claiia 6 was rejected under secdon. 112 (Exhibit D, page 6, iines ll-13)i claim 8 w: 
rejected under !he fourth paragr^h of section 1 12 (Exhibit D, page 3 , last four lines of the pa] 
and daim 1 was ^tcd to be "so extraordinarily broad as to be indefinite** (Exhibit D, page 15 
Bnel). 



eutee'^ subsequent 
original unamended 



ix&page 



28, lines 4-9 axtd page 33). Patentee also cantxled claims 6^ and rqplaced them with claims 14- 
16 which aie jdeolical to original daims 3-S except for the numbers (Exhibit E, pages 1-3), 
Despite the patentee's repeated prior £irgaments, Che outstanding OfiSce Action (copy 
attached as Exhibit F) now rejects claims 14-.I6 under section 112 (Exhibit F, page 5, lines 9- 
10). In addition, the outstanding OfBcc Action (Exhibit F, page 14p sixth line from the end of 



>3 the page) again repeats that the statement that " [cjlaim 1 of Ochiai '216 is so extraordinaiily 
Q broad as to be iudefinitc. " 



POINTS TC» BE REVIEWED 



ei^ressly ignores the "Spedal 



l" reqaiTCEiicQl of the reexaznination litamte. The elinunadon of this improperly raised 
112 issue would greatly he^ to expedite subsequent prosecution in this reexamination to die 
nmtual benefit of the patentee and die PTO, billowing the patentee to proceed to respond on the 
merits to other rejections raised by the Examiner without die burden of having to appeal all 
rejections now, which would also derive paiieniee of any opportunity to respond on the merits 
to the Examine:^ With respect to the other rejections and to put in additional evidence. 

One of 'iie maHot doUcv Teasom for limitiii? the scooe of reexamtnatioa was fliaC there 



-3- 
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Reexamiiiation Nos. 90/004,950 & 90/005.2iXI 
Ochiai et al., L'.S. Patent No. 5.583,216 



was a CoflgrBK-iooal nunddte to have ej^iedhed prooeetfings in reexanunation. ReexaminatioD 
denied i^ justio: dfioied. The legislative history makes this dear. Even more imfportandyp the 
statute itseH requires xsoder 35 USC § 3^5. fourth sentence, that ''[a]ll reexaminatjan proceedings 
nnder tins secti^tn * "^ "^ will be conducted with special dispatch within Che Office. " [emphasis 
' added[l. 

Here» ^%e have a situation where an individual Aimaiy Examiner has grossly departed 
from the estatlished staxuioiy and regulatr^ry scheme. He lias siia sponte expanded his 
jurisdiction, all without statutory aufhority, and all to the neglect of the statucoiy requiiemeiit ttiax. 
be, the I^imaiy E?caminer, "will ^ * ^ coiiduct[ ] [proceedings] with special dispatch '**'*." 

r^ It is absolutely crystal dear that there is no support in the stamte, legislative history, niles 

or notifications in the Federal Register that a reexamination of an original claim can be based 



s3 upon anything c thcr than a printed publication or patent. 

o 

l Tuzning first to fhe stamie, 35 USC <j 3Q2(a)> first sentence, expressly states that '^[alny 

lit person at any tLne may file a request for reeXimunation by the Office of any claim of a patent on 



• 

the basis of aixy prior art [^^ropiiately] citBd[.J" Not one word in the statole mentions 



12 Feexaminalion fyr issues under Section 1 12. 



It has h^en aystal dear since the first set of regulations were published in 1981 that non- 
prior art rejectii)ns are not to be applied to oiiginal claims of the patent. There is no disputing 
tl^ point and tie unequivocal interpreCalion of 37 CFR § 1.552(a) thai unnl now has exduded 
non-prior azt rejection of original claims: Tbe "[p]ateni claims will be reexamined on the basis 
of patents or piiated publicadons. " Only cxtxpaoiaSfy wiifa amended scope of pcotecdoa ia ibert 
a possibility to i aject 35 USC § 1 12. 

In (Proposed) Rules to Implement Optional biter Fortes Reexamination Proceedings^ 65 
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Reexamin&tioi] Nos. 90/004.950 &. 90/005. [itOO 
Ochiai et al., U.S. Patent No. 5,583.216 



Fed. Reg. 1SI54, 1S176-77 (Apnl 6, 2000), the cimatf ex parte practice is ftuther codified as 

I 

part of proposful 37 CFR § l.S52(a) tfaat ''[cllalms in an ex pane xeexanuDatian proceeding: will 
be examined on &c basis of patents or pricitd publications and» >WiA respect w subject waaer 
added or d^^ti}d in ^ reexandnaaon proceeding, on ^c hasi5 of the requiieziiexEts of 35 U.S.C. 
112.*' (emphafOB added). The en^pliasized v^ordii^ clearly <£spd9 any doubt about die &ct that 



an ori^aial claim .cannot be subject to reexaminadon ba^ed upon a Section 112 fbimalities issue 



Hie April 6, 2000, amgndment for av parte zeoazcunadon procedures ^was part of "Issue 
5" raised fbr amm^ts by the public, where the PTO leadership again said, in Ji^spome to Issue 
5, 66 Fed. Rcj;. at 1SIS7-5S. noted that &c Advisory Commission on Patent Law Reform: A 
Report to the Secretary of Commerce, Axgast 1992. at page 117. "found the [Patent and 



«3 Trademark] Of GLce to be an inappropiiate foriim for addressing all issues of validity. 



n 

il odier dian tfaos^ indicated in paragraphs (a) or (b) [which deals with entargement of claim scope] 



It is ex]>licitly stated in the new tert Tor 37 CFR § l-552(c), first sentence, thai "(ijfisues 



.^2 will not be resolved in a reexatntnation proceedice. " The second seotence that follows explicitly 
directs the Exatniner^s acfioa: ""[Tlhe existence of such issues will be noted by ^ examiner in 
the next OfGce Action "^ * *,*' There is no Ruther acdon provided for the Bxaminer to take in 

As stated by an enlarged pand of the Board in Ex pane Horton, 726 USPQ 697» 699-700 
(198S) (Serota Heoon, Craig, Keenan > McCandlish), the "rejecdon [of an original clahnj is 
cjearly outside the scope of reexamination. According to 37 CFR l.SS2(b), only, new or 
amraded daims presented during a reexamination prDceediii^ are examined for conqdiance with 

the requiremen:s of 35 USC §112 * * */ 

< 

The rul'2 on limitation of reexamination finds support from an enlarged panel of the 
Board, itself qi odng from an ^ banc preced^t of the Federal Cinnnt. See Ex parte Horton, 
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Reexamination Nos. 90/004.950 & 90/005,200 
Ochiai ec aL. U.S. Patent No. 5.583.216 



Jn accordance with the zequkciDCQts of 37 C.F.R. L182, a check jn itie ammntt of 
$ 130.00 is attaidied hereto. 

Respectfully suhmitted. 



April 14. 2000 



StEfthen B. MaelMQS 
Reg. No. 35.264 



■3 
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FOLEY & LAI J)NER 

3000 K Stieet, X.W. 

Suite 500 

Washington, D.C. 20007-5109 

Tel: (202)672-5569 

Fax: (202)672-5399 
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eiH FL TRIANGLE 




AttnrjohiLKittte^ Group DittctDr 




IN THE UNITED STATES PATENT AND TRADEMAREOFHCE 



f^ 



ReexamJnalior No. 90/004.9S0 
Bled: April 3. 1998 
V.S- Patent No. 5,583.216 

1 

Issued: December 10* 1996 



Attorney Doctet No. 087147/026^ 

Reexamination No. 90/005,200 ^ 

Filed: Deceml>er 2Z, 1998 
GTC19 Art Unit; 1611 
Bxaminer: Mr. John M. Ford 




Tide; METHODS FOR THE MA^fUFACTURE OF CEPHEMS 



EETrnON FOR EXTENSION OF TIME 



«^ 



mr m'i 



UNDER 37 C JFJR. 1,550(0 



Coaumssioner for Patents and Trademarks 
Washington. E -C. 20231 




^ 



JLMf' 

G Sir: 



^<??u "^u^^ Z/^'*^ 








Pureuart to 37 C.F,R. 1.550(c) and M.P-E-P. § 2265, the undersigned r^rcsentativc 



iBi of (he pi^tentce hereby petitions for a two-mcnth csetension of time to give die patentee tjtntil 
\^ June 29^ 2000 -:o file a response to the outstsmding OQice Action (which was mailed on 
|,^ Fcbnnty 29, 2XX)), M.P.E.P. § 2265 provides that petitions for exceiudon of time in 
leexamindtion lUrc decided by the Croup Dir^ictcrr. so this pedtion has been directed to the 



l^ 



13 attention of the CSroup Director, 

As ej^liincd below, there is sufiicieiit cause to justify the extension of time and the 



two-monlh period would be reasonable in vi^w of this sufficient cause. 



I. Nmn^ous 1 ssues Kafsed In Outstandinu OfEce Action 

/ The nev Office Action appears to adc. new rgections of claims 14-16 in addition to 
maintaining all rejections of tibe prior Office Action. An entirely new theory i^ advanced to 
justify the treatnent of an unamended dainx as a new daim based on a difference in 
interpretation, intexjectmg a new section 112 issue into the case. 



V* - 

*J 1 



• I 



- \- 'S \' 



A* 
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ReexaminatioD Nos. 90/004,950 Sl 90/005.:!00 
Ochiai et al.. U.S. Patent No. 5,583.216 



n. ClarificatiDn Of The Office Actjan Is I3eing Songbt Tbrough Two Pefitfons 

Tbe second grounds in suppoit of ttij:; petition is that time is needed to allow ihs PTO 
to respond to two other petidons filed by th^. pateniee requesting clarification of the ' 
outsftaadiag Office Acdon. One petition is s. petition for clarification directed to the Examiner 
(copy ^closed). The second petition is a pedcion under niles 181 and 1S2 directed to Ac 
Commissioner requesting clarification of certain aspects of die outstanding OtSce Action (copy 
^closed). la order to give the FTO ticoe tc respond and to give die patentee tune to respond 
to the FFO's ri:sponse to these p^tians, a t>vo-moiifb exteosion of time is needed. 



ia conc;.usion, the pat^itee rcsptotfUJ ly requests a two-^mondi extension of time for tbe 
reasons ser fonh above in this Pedtion and/cx restarting of the period for response when the 
Patent Office mails out the missing information requested in the Petition for ClaiificaxioO' 



Respectfully 



April 14. 2000 



/5aJ^- 



StepKen B. Maebius 
-R^. No. 35.264 



If FOLEY &lJMtDNER 
II 3000 K Street. ;^.W. 
'« Suite 500 

Washington. D C. 20007-5 109 . 
Tel: (202)672-5569 
Fax: (202)672-5399 
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Reexaminatiox, Nos. 90/004.950 & PG/OQS.KQO 
Ochial et aL, U.S. Patent No. 5.583,216 



CERTmCATE OF SERVICE 
The unler^igncd certifies that on Apiril 14, 2000. service of a true and coiaplete o^y 
of this paper ^as made upon E- Thomas Wlncclock, attorney for the Third Party Requester, by 
dq>o$itlng the same in the United States mail to an envelope propexly addressed to B. Thomas 
Wbeelock. Mcrrison & Foerster, 755 Page MiU Road. Palo Alto» CaUfomia 94304-1018. 
with su£5cient first class postage affixed. 




Stephen B. Maebius 



SI 






t1 



/ 
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IN THE DNITED STAHES PATENT AND TRADENfAIOC OFFICE ^ ^^ 




\\ 



eexaxmnation No. 90/004,950 

Filed: April 3, 1998 
U-S. Patent No. 5,583,216 
Issued: December 10, 1996 



Attorney Docket No. 087147/0265 




ReexaminatioaNo. 90/005,200 

Filed: December 22, 1998 
Group Art Unit: 1624 
Examiner: Ms. Emily Bernhardt 



Title: METHODS FOR THE MANUFACTURE OF CEPHEMS 



<i 



u 



yi 









RENEWED PETXIION TO THE OFFICE OF PETITIONS 
TO RECONSIDER THE ORIGINAL PETmON ^ 
FILED APRIL 8, 2002 . UNDER 37 C.F.R. § 1.181(a); M.P.E.P. S 1208 



Conuxiissioaer for Patents and Trademarks 
Washington, D.C. 20231 ■ 

I 

Sir; 

Comes now your petitioners Michihiko Ochiai et al. ("Ochiai") and respectfully 
pray for procedural intervention in this case from the Exatniner*s Answer dated 
February 8, 2002. viz., that it be stricken from the files for each of the several reasons 
set forth in Part B of this petition and/or for such other action is appropriate under the 
circumstances. 



Given that the MPEP itself expressly stales that a 5cAne/ter-based double 
patenting rejection is a unique rejection that does not necessarily apply even when a 
regular non^statutory double patenting rejection is made, there appears to be no 
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justification for the PTO's denial of the original petition. Chapter 800 of the 8* Edition 
of the MPEP plainly states; 

Nonstatuioiy double patenting could include a rejection wMch is not tJie usual 
"obviousness-type " double patenting rejection- This type of double patenting 
rejection is based on the ftmdamental reason to prevent unjustified thnewi^e 
extension of the right to exclude granted by a patent no matter how the 
extension is sought.. In re SchneUer, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). [Emphasis supplied.] 

The highlighted language unmistakably shows why the Examiner's Answer violated the 
PTO's own rules in raising a new grounds of rejection for the first time on appeal 
without re-opening prosecution J This action is particularly inexcusable given- that 
petitioners repeatedly petitioned the PTO after receiving the various Office Actions 
which appeared to contain double patenting rejection(s) to try to clarify what kind of 
double patenting rejection or rejections were being made. There is no mention of the 
unusual 5c/in^//er-based double patenting rejection in any of the Office Actions leading 
up to Che Examiner's Answer, nor in the PTO's response to the several petitions for 
clarification, Itisonly mentioned for the first time in the Examiner's Answer. At a 
minimum, this unusual rejection should either be stricken from the Examiner's Answer 
or prosecution re-opened so that die new rejection can be properly raised and addressed 
in accordance with the PTO rules. 



. This paper is responsive to the decision to the petition filed on April 8, 2002 
(herein: the "Original Petition"), that decision cormng from a designee of the 
Commissioner and dated July 15, 2002 ("Petition Decision") that directs Ochiai to 



* The 8* Edidon of the MPEP staies, Chapter 1200^ reads as foUows: 

1208.01 Prohibition Against Entry of New Ground of Rejection in Examiner's Answer ' • 

37 CFR 1 . 1 93(aX2) prohibits the dnoy of a new ground of rejection in an examin^'s 
answer- At the tizne of preparing the answer to ah appeal brie^ however, the examiner may decide 
that he or she shouW ^pjy a new ground of rejection against some or all of the appealed claims. 
In such an instance wh^ a new ground of rejection is necessary, the examiner should reopen 
prosecution. The examiner must obtain supcrvrisory approval in order to reopen prosecution after 
an appeal. See MPEP Section 1002,02(d). 
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Reexaminarion Mos. 90/004,950 aad 90/005^00 

request reconsideration within two months of that date in a paper directed to the "Office 
of Petitions", which is accompanied herewith. 



The present posture of the case is no dififerent from the handling of the case in 
the ex parte prosecution before the Examiner: Never has an action been made final in 
an obvious attempt to frustrate an appeal and a final decision^ nor is the outstanding 
action made final - but fiirfher frustrates review of this case by virtue of making this an 
intermediate decision subject to reconsideration. 



Here, it is perfectly obvious - as explained in more detail herein - thai there is^ 
plainly and simply, a new ground of rejection in the Examiner's Answer, It does not 
take a Hans Oiristian Andersen to see this.^ This total and obvious violation of the 
Code of Federal Regulations clearly runs entirely counter to the regulatory scheme and 
the rule of law as established under the Administrative Procedure Act. 



Fortunately, this case is Hot governed by the American Inventors Protection Act ' 
of 1 999 which deprives a reexamination party from a direct appeal from a non-final 
\^ rejection. Thus, there have been two appeals in this case from non-final rejections, and 
O never has there been a final rejection to date in the four years of the pendency of the 
£5 ' reexamination proceedings 



The two clever swindlers had a good laugh as they got ready to leave the city. 
^ The nobles who were to carry the train were clutching at the air Neither dared to admit 
that he couldn't see the Emperor *s clothes. 

And so the Emperor walked through the city under a magnificent canopy, and all the 
people cried, "Oh!** and, ''Ah! The Emperor's new clothes are splendid! '* 
Not one person was willing to say that he m^os stupid or unfit for his job. Each pretended 
the Emperor's clothes were a great success. 

"Bui he doesn't have anything on!" cried one tittle child in the crowd 
"Just listen to the voice of the innocent!" said the father, trying to hush his child 
Whispers began to buzz about: "A child says the Emperor has nothing on. " 
"Yes!" cried all the people at last "He doesn 't have anything on!" 
The Emperor's heart almost stopped beating. He knew the little child was right. But he 
thought, 'The procession must go on. " So he stood a little straighter and walked a bit 
faster And the nobles hurried to keep up with him, carrying a train that wasn 'r even 
there. 
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Reexamination Nos. 90/004,950 and 90/005^00 

Clearly, the Office has no discretion to completely deviate from an appellant's 
due process rights under the Code of Federal Regulations. The court with die greatest 
experience in the review of agency actions involving the Code of Federal Regulaxions 
has unifonnly held that every agency must follow its own published regulations. As 
explained in American Fonland Cement, '^[pjublication in the Code [of Federal 
' Regulations] is not just a matter of agency convention. The regulations governing the 
Code provide that it shall contain 'each Federal regulation of general applicability and 
legal effect.* "^ Thus, "it is 'axiomatic that an agency must adhere to its own 
regulations [0""^ Manifestly, "|T[t is, of course, a fundamental tenet of our legal system 
that the Government must follow lis own regulations. Actions by an agency of the 

■ 

executive branch in violation of its own regulations are illegal and void."^ 



The view of the immediate reviewing court is consistent with the view of the 
D Federal Circuit, where Judge Lourie stated that the court "strongly deplore[s] 

Commerce's or any other agency's failure to follow its own regulatioos. Such failure 



Zl hanns those who assume agency compliance and are prejudiced by the non- 



Hans Christian Andersen, THE EMPEROR'S NEW CLOTHES (quoted, U.S. v. 
Harrington, 947 F.2d 956, 963-64 (D.C. Cir. I991)(Edwanis, L, concurring). 

'^American Portland Cement Alliance v. RPjL. 101 F.3d 772, 776 (D.CCir. 
ij 1996) (quoting 1 C.F.R. § 8.1(a) (1996), and citing Erockv. Cathedral Bluffs Shale Oil 
Co., 796 F.2d 533, 539 (D.CCir. 1986)(Scalia, J.)). 

' City of Williams v. Dombeck, 151 F.Supp.2d 9, 22 (D.D.C. 2001) (KoUar- 
Kotelly, J.) (quoting Brock v. Cathedral Bluffs Shale Oil Co., 796 F.2d 533, 536 
(D.CCir. 1986)(Scalia, J.)); see also Eugene Burger Management Corp. v. U.S. Dept, of 

Housing and Urban Development, slip op. at *2, _ F.Supp.2d , , 2002 WL 1000254 

P.D.C 2O02)( Facciola, Mag. Judge)(citing Brock v. Ctuhedral Bluffs Shale Oil Co., 796 
F.2d 533, 536 (D.C.Cir.l986)(Scalia, J.)) ("It is fundamental that an agency must follow 
its own regulations.")- 

* VanderMolen v. Stetson. 571 F.2d 617, 624 p.C Cir. 1977) (citing Vitarelli v. 
Seaion, 359 U.S. 535 (1959); Service v. Dulles, 354 U.S. 363 (1957); Accardi v. 
Shaughnessy, 347 U.S. 260 (1954)). See also Russell L. Weaver, Chenery E: A Forty- 
Year Retrospective, 40 Admin. L. Rev. 161, 207, n. 170 (1988) (citing VanderMolen). 
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Reexamination Nos. 90/004^950 and 90/005,200 

compliance. "^ This is particularly the case where an arbitxary governmental action 

■ 

blocks the ability lo present evidence.^ Additionally, stare decisis demands that the 
Office follow its prior precedent that demands a withdrawal of a new ground of 
rejection or other appropriate action. As confirmed by the Federal Circuit's en banc 
quotation of Supreme Court case Iaw» '*[t]he principle of stare decisis is integral to our 
jurisprudence 'because it promotes the evenlianded, predictable, and consistent 
development of legal principles, fosters reliance on judicial decisions, and contributes 
to the actual and perceived integrity of the judicial process/"^ 



The Original Petition states that "[fjurthermore, since — as explained [in the 
Original Petition] — there are key admissions through silence in the Examiner *s 
Answer on critical points for each of the rejections which are necessarily dispositive of 
the appeal, this case should be promptly reconsidered and immediately processed for a 



* "^ Qv V. UX, 61 F.3d 866, 875-76 (Fed Cir. 1995)(Lourie, J.)- It is recognized 
y*3 That despite Holmes Group, Inc. v. Vornado Air Circulation Sys,, Jnc^, U.S. > 122 

S.Ct. 1889 (2002), the controlling law of any judicial review in the District Court in 

Washington, D,.C. in any review of this matter may not be that of the regional circuit but 
?^ rather the Federal Circuit, The law of the Federal Circuit is entirely consistent with that 
^ of the D.C, Circuit in teniis of the case law cited here. See Torrington Co. v. U,S., 82 
^ F Jd 1039, 1042 (Fed. Cir 1996)(SchaIl, J,) ("Commerce, like other agencies, must 
"" follow its own regulations. Se& Fort Stewart Schools v. Federal Labor Relations Auth, 
_^ 495 U.S. 641, 654 (1990) ("It is a familiar mle of administrative law that an agency must 
?U abide by its own regulations.'); Saddler v. Department of the Army, 68 F3d 1357, 1358 

(Fed. Cir, 1995) (agency *must abide by its own regulation'). We thus must determine 

whether Commerce acted in conformity with its regulation ***.") 

* Eugene Burger Management Corp. v. U.S. Dept., of Housing and Urban 
Development, slip op. at *2, _ F.Supp.2d _, _, 2002 WL 1000254 (D.D.C 2002)( 
Facciola, Mag. Judge) (where the action in violation of the rights of the party facing the 
agency denied the opportunity to produce evidence, the coxirt held that "the [govenoment] 
official must then afford the respondent the rights provided by [the Code of Federal 
Regulations], i.e., the opportunity to submit documentary evidence, present witnesses and 
confi-ont the agency's witnesses."). 

* Payne v. Tennessee, 501 U.S. 808, 827 (1 991), quoted in In re Zurko, 142 F.3<J 
1447, 1457 (Fed. Cir. 1 998)(en banc)(Mayer, CJ.), rev 'don other grounds suh nom 
Dickinson v. Zurko, 527 U.S. 150 (1999). 
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Reexaminatiofl Nos. 90/004,950 and 90/005,200 

certificate under 35 USC § 307(a) confirming the patentability of all claims in this case; 
Contrary to the "special dispatch'' mandate of 35 USC § 305 for reexamination cases, 
the pendency of the first reexamination file ixistantly involved is now more than four (4) 
years — which, with the normal time for processing of an appeal to the Board, 
particularly if it were to involve a remand for further processing of the issues that 
would in any event sua sponte be considered by the Board — could take imforetQld 
additionaltime." As pointed out in the Original Petition, "[w]ith the key factual 
predicates of the rejections of this case being totally undermined by the uncomroverred 
evidence of record (as to the previously inade grounds of rejection) or being clearly 
erroneous (as to the new ground of rejection that in any event must either be stricken or 
where the case must be reopened to further prosecution), the appeal here is an 
unnecessary delay insofar as the interests of the public and the Office in terms of the 
speedy administration of patent justice — not to mention the prejudice to a patentee that 
is denied his stamtory right to "special dispatch" under 35 USC § 305."^^ 



^X PART A: PROCEDURAL BASIS AND TIMELINESS 



f Timeliness: The Petition Decision accepts as timely the Original Petition, and 



then sets a new two month deadline for filing a Request for Reconsideration (which is 
E the instant paper), this new deadline expiring September 15, 2002. This paper having 
been filed on or prior to that new September 15, 2002 deadline, it is timely. 



The Petition Decision .complains that the delay in that paper was in part 
occasioned by the absence of sufficient copies of the Original Petition having been 
filed. Having tracked the movement of die file through the Office during the time after 
the filing of the Original Petition, it is understood that several people may be reviewing 



'^ As noted m the Original Petition, "Patentee has done his utmost to expedite the proceedings in 
this case. This is the second appeal in a c^e where the Office has ne^fer even made a single final rejection: 
The case has been Treated as an administrattve hot potato, apparently because of the name of the case and 
the creation of a case law precedent in the original proceedings before the Federal Circuit Whoever may 
have been the legal importance and the issues of that case and the Federal Circuit decision, nothing therein 

has anything to do with the questions raised in this reexamination -^ now that the attempt to have an 
'Ochiai 11' appeal back to the Federal Circuit has finally been terminated^ with the wididrawal of the 
Dwd&n-UU repeat rejection under 35 USC § 103(3)." 
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the papers herein. In order to make it easier for the PTO, this paper is being filed as 
six originals, two for the two reexamination files and four for any others who will be 
reviewing this paper. 

Procedural Issues : This paper deals strictly with the procedural issues reflected 
in the Examiner's Answer where Odiiai prays for procedural relief, wherefore/ this 
case may be decided on the merits by the Honorable Board of Appeals and 
Incerferences vis a vis simply being remanded back to the Primary Examiner for 
reopening of prosecution and for consideration sua sponte by the Director of the 
relevant Technology Center for his consideration of one of the rejections made in the 
outstanding Examiner's Amendment that cannot be made without his express 
authorization. 

The merits of the groutuis raised in the outstanding Examiner's Answer are fully 
addressed in the previously filed Reply Brief. 

PARTE; THE PETITION DECISION 



,^4 The Petition Decision has several themes 



3 (1) "Extensive and Tedious" Review 

1^ 



The great bulk of the matters raised in the Original Petition are simply not 
answered, apparently because - as stated in the Petition Decision - "(a) review of the 
proceedings' history would be extensive and tedious to provide in full." (emphasis added). 

(2) "Obvious Double Patentmg" 

The Petition Decision refers to an "obvious double patenting" rejection. There 
is nothing "obvious*' in any way shape or form about a double patenting rejection that 
is keyed to the ScJmeller or Bogese type. To the contrary, the fact thai it took until the 
Examiner*s Answer to introduce the double patenting rejection is fer from obvious to 
anyone. 
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(3) The Need for a Non-Fiijal Rejection 

The Petition Decision says thai it is better for the Board lo consider the double 
patenting issues. It is stated that "[tjhis is not a procedural issue with the conduct of 
this reexamination, but are [sic] concerned with the merits of the rejection of record. 
These arguments are better presented to the Board for detennination of the propriety of 
the rejections. Patent owner further comments on the length of time which was needed 
to obtain broad claims. Again[J such argument does not address procedural 
insufficiencies in the [Reexamination] Proceeding, However, since this is an issue 
directed to tbe patentabiliQr of the claims, the issue will not be addressed in this 
decision." 



S 









But, precisely because this is a new ground of rejection introduced into the case 
in the Exanainer's Answer, there has never been a pre-final rejection opportunity to 
present evidence under 37 CFR,§ 1-132 or otherwise. It is only feix that Ochiai be 
given the oppormnity to present evidence against a rejection raised for the first time in 
the Examiner*s Answer. 

(4) The 5(7geje Rejection 

Nothing underscores the new rejection more than the statement in the Petition 
Decision that "Patent Owner *** comments on the Ex parte Bogese decision cited by the 
examiner in suppon of the Obvious Double Patenting rejection suggesting that is it based 
on false premises of earlier cases and then proceeds through an analysis of Woodbridge v. 
United States which appears to have no bearing on this petition decision. "* Clearly, this is 
a brand new ground of rejection that Ocbiai should have a chance to traverse in the 
context of a non-linal rejection. 



PARTC: PRAYERS FOR RELIEF 



f 

This section repeats Part B pf the Original Petition and further expands the final 
ponion of Part B of the Original Petition. 
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(1) APA LEE COMPLIANCE 



The first two grcnmds of rejection set forih in the Examiner's Answer simply 
fail to at all controvert the key points that are set forth in the response to the non-final 
rejection appealed from in this case. 

I 

As clearly seen in the concurrently filed Reply Brief, critical and uncontroverced 
points central to a reversal are simply ignored. See pages 4-6 (dealing with the failure 
to controvert the key basis of support for the claims in the parent case that, since 
uncontroverted, necessarily leads to a reversal of the anticipation rejection against 
claims 1 and 2 under 35 USC § 102) and pages 7-8 (establishing the fact that the 
procesis invention of this case is patentably independent and distinct from the claims of 
the parent product patents) . 

In connection with the first rejection — the issue of priority based upon the first 
parent — the lack of any refutation of the issue of priority as noted above means that 
the Board is given the choice of either (a) reversing the Primary Examiner for failure to 
^ controven the critical factual evidence; (b) sua spome digging through the factual 
^ issues, acting as senior examiners — involving both comparison of the disclosures of 
3 the relevant cases for support and the evidence relevant thereto that has been supplied 
f under 37 CFR § 1 .132 and which is uncontrovertedi or (c) remanding the case to the 
^ Primary Examiner to remedy the deficiencies of the previous subsenrence. 



Since the Board in all likelihood would — absent the instant prayer for 
ry supervisory intervei^on — follow the final option without reaching the merits of the 
appeal, expeditious handling of this case as mandated by the ''special dispatch* 
provisions of 35 USC § 305 compels such supervisory iniervention. 

(2) UNAUTHORIZED NEW GROUND OF REJECTION 

The Examiner's Answer introduces a second double patenting rejection which 
appears to be a hyrbid synthesized from the Schneller ground of rejection in 
combination with the Ex pane Bogese unpublished Board decision from the year 2000. 
Counsel hereby represents that counsel had no knowledge of Ex parte Bogese Until after 
the issuance of the Examiner's Answer herein, which is the reason why that decision 
was not treated in the principal appeal brief 
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The secodd and independent double patenting rejection is new to the Examiner's 
Answer. By petition herewith to the Director under 37 CFR § 1J81. it is respectfully 
requested that this rejection be stricken from the record and not considered further in 
this case." 

Without citation to a single case> a second double patenting rejection is entered 
that is based upon the dital positions of the Examiner that there was an "intentional" 
delay in filing the process claims. 



A. New Law, New Clain^s vs. Intentional Claiming Delay 

There was never any delay - "intentional" or otherwise - in filing the process 
..i«, claims in this case. Rather> at the time the original case was liled, process claims were 



singly out of the question: The Jong-standiiig line of cases stemming from In re 
2^ Larsen, made it impossible to obtain valid claims of the type now granted^ and there 



clearly was no incentive to seek to have the Office reach a decision contrary to Larsen 
—and later Durden — because the Office has no power to repudiate a well established 
Q decision of its reviewing court. Neither was. there aiy practical reason for any 
f applicant standing in the shoes of an Ochiai to ptu^sue claims of this type because they 
^ were commercially worthless throughout virtually the entire pendency of the parent 
O Ochiai cases: Claims to a method of making a pharmaceutical product would be easily 
? and routinely circumvented through the single expedient of offshore production. 



Hence, there never was any intentional delay in filing the claims of this case as 
it was never even remotely comprehended that such claims would be sought! 

What changed the course of events was the unexpected change in the patent law 
— ±e introduction of 35 USC § 271(g) that became effective in 1989 — which now. 



'^To the extent that the Director were to deem the rejection worthy of consideration, the due 
process dictates that the case be reopened for fiirther consideration by the Examiner in a non-final action to 
give appellants-patcnices the opportunity to present a showing under 37 CFR § 1. 132" that demonsiraics the 
reasons that the time taken in this case was appropriate and not a ^submarine" situation as alleged by the 
Primary Ejcaminer, 
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forihe first time, put muscle into process claims of the instant type. Within one year of 
thei effective date of the new law. the instant patent was filed with full presentation of 
the- claims herein. 

It is clear that where, as here, the law has been changed to open the possibility 
foriiew claim forms that had not previously been possible, applicants are encouraged to 
present such claims to the extent that they are not barred from doing so. This is 
precisely the situation that faced Rohm & Haas after the 1952 Patent Act reiroacrively 
opened up opportunities to claim a process where theretofore such a claim had not been 
possible. Rohm <fc Haas Co. v. Roberts Chemicals, Inc., 245 F.2d 693 (4da Cir, 1957). 

The presentation of claims after a favorable change in the law has been 
expressly approved in //z re WadUnger, 496 F.2d 1200, 1207-08. 181 U.S.P.Q. 826 
(CCPA 1974), which involved the "late" filing of claims to take advantage of a change 
ij5 in the case law. WadUnger cites with approval the Rohm & Haas case. There, "two 
3 specific provisions of the 1952 Patent Act ♦ ♦ ♦ were new and * * * the patentee's 
^ belated reissue application was to take advantage of these new provisions * * *, '[W]e 



^ think that the validity of the [current situation in Wadlinger] should be construed in 
^~ lighit of its provisions.* " Wadlinger, 496 F.2d at 1208 (quoting Rohm & Haas). 



5 



45 



B. 'Tourteen Years": . A Vigorotis Fight for a Genus 



The Primary Examiner implies that fourteen years were somehow used to put 
the case on hold. Nothing could be further from the truth: Prior to counsel taking over 
fy representation of this case, the record shows an orderly prosecution leading to' the 
Ochiai '888 patent where the patentee was forced to take out extremely narrow claiins, 
thereby forcing the filing of what ultimately became a series of continuing patents. 
From the time that current counsel'^ was asked to assume responsibility of this case 
there was a constant effort made to obtain broad, generic product claims befitting the 



^^e first named cQunsc] has worked continuously with the instant assignee since prior to the 
Transfer }>Xi6tr the styling of Stevens, Davis, Miller &. Mosher; from October 1^ 1^80, the representation 
was sub nom Wegner & Brctschneidcr and later Wegner, Cantor, Mueller & Player. The second named 
counsel affiliated with the latter firm in 1991 but had no principal involvement with the Ochiai cases prior 
to ih^ reexamination. Both joined Foley & Lardner in 1994^ after the appeUaic filings had been completed 
but before the decision of die court. Therefore, any recollections of counsel, here» refer to those of the first 
named counsel. 
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Status of this pioneering i^vention. Throughout the "fourteen years "^^ referred to by the 

Primary Examiner, the straggle for generic protection weni on. 

I 

■ One of the unfortunate and complicating factors involved m this case was that 
applicants were put in the dilemma of having only very narrow claims granted with 
broad claims locked up in this extended prosecution. Over the years, third parties who 
had developed species within the scope of the Ochiai genus asked for usually exclusive 
licenses to cover their products. To oblige such requests, the several narrower patents 

I 

were spun out of this chain of continuous attempts for generic coverage. Clearly, 
patentees should not be faulted for obtaining the several nairower patents while 
maintaining their fight for generic coverage. 

C. Sehneller is Inapposite to this Case 

i^S * In rare situations, the Office authorizes the issuance of a double-patenting 

= rejection that is outside the "obviousness" arena under die following provision of the 

p Manual of Patent Examining Procedure. The Sehneller case cannot be read in a 
vacuum, because it is legally indistinguishable — in the opinion of Ochiai 's counsel — 

Qi. from the later case of 7n re Kaplan, 789 F.2d 1574, 229 USPQ 678 (Fed. Cir/ 1986). 

3 Thd Office says only that the cases are "shnilar". MPEP § 804, Definition of Double 

^ Patenting (Eighth ed. 2001). A face situation similar to that in Sehneller was presented 

e . to a Federal Circuit panel in In re Kaplan, 789 F.2d 1574, 229 USPQ 678 (Fed. Cir. 

S 1986).'* 

ni ■ ■ . 






"As indicated in a firaphic demonstraiion presented early in the prosecution of this reexamination 
proceeding (a courtesy copy of which is attached to this petition in the form of a rolled-up color chart), for 
a period totally more than ten years, the applicant sat waiiing for governmental action after having taken 
Vk^hatcver action was required of the applicant or appellant: In the more than six years of pendency of the 
Ochiai patent under reexamination, most of that time wai spent on appeal at the Federal Circuit (The 
proccedmgs before this Honorable Board were greatly expedited and took veiy little time,) 

: The record' of the Federal Circuit ^peal will reflect that Ochiai filed its papers generally earlier 
than the deadlines set by the court and tried to expedite the case. Yet, the majority of the rime thaj the case 
was at the Federal Circuit was spent in the interval after the oral hearing in the case: The decision on 
appeal was rendered more Than three fidl years later, 

** MPEP § 804. Defimtion o/Dotibte Patenting (Eighth cd. 2001) ("A feet situation similar to that 
in Schneiler was presented to a Federal Circuit panel in In re Kaplan, 7S9 F.2d 1574, 229 USPQ 678 (Fed, 

Cir, mey) 
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The Office — in view of the fact that the case is either indistinguishable from 
(as per Ochiai's counsel) or "similar'* to Kaplan — has laid down a stringent analysis 
for jist when it considers Schneller to be a sustainable rejection: 

D. Independent and Distinct Inventions 

Any suggestion of a Schneller-h^^i double patenting rejection is extinguished 
where — as per MPEP § 804 — it is established that the claimed invention is 
"independent and distinct" from the claims of the other patents. Thus, the Office's 
interpretation of the case law is that, in a Schneller simation, "[t]o * * * prevail here, 
appellant has the burden of establishing that the invention claimed in his patent is 
'independent and distinct' from the invention of the appealed claims * * *."^^ It is 
clearly and unequivocally shown in the section on obviousness double patenting, supra, 

■ _ * 

that the i^ct of independent and distinct inventions has been established. 

i 

i E.. A Reason for the Later Filing of Claims 

; The Manual distinguishes between the unexplamed delay in Schneller and the 
justified filing of a separate case in Kaplan on the basis that in the latter case there was 
a redson for the applicant's actions. Where, as here, there is a statutory change that 
opens the door to claiming a process, clearly, this puts this case very safely in the 
Kaplan column- 

i 

\ F. The Bogese Submarine Patent Precedent 

I Appellanis-patenteesf .herein have not previously addressed the case of Ex parte • 

Bogese, a decision from a panel of this honorable Board, thai applies the case of 

Wood^bridge v. United States as a basis for what is later tenned in of Symbol Tech., Inc. 

V. Lei^nelson Med, Educ, & Research Found.) Ud, P'ship, 111 F.3d 1361 (Fed. Cir. 

I 
2002V» as ''prosecution laches". The Bogese opinion suggests chat Woodbridge was a 

patentee who somehow obtained a patent after many years. Indeed, from the time the 

Woodbridge invention was made in 1850 until the Supreme Court decision in 1923 

there jwas a span of seventy-three (73) years!- The horrific facts of patent procurement 



f '^ MPEP § 804, D^mition of Double Pat&niing (Eighth cd. 2001) (quoting Schtellet , 397 R2d at 
354.55- 15SUSPQat214-15.) 
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i 

- in Wpodbridge speak for themselves. However, there is no patent of any kind involved 
in the case: Dr. Woodbridge nev&r received a patent for his 1850-niade rifle t&i)sxoix 
invention. Rather, the entire Woodbridge case involved a private law from 1901 that 
was enacted in order to consider granting Woodbridge compensation for his invention if 
several conditions were met, including establishment at the trial level that his invention 
would have been patentable, and with the special statutory caveat that before awarding 
compensation the trial court was required to ascertain whether or not the notorious 
inactivity of Dr, Woodbridge created laches. There was thus a specific statutory 

I 

mandate to make this inquiry in a compensation proceeding that had nothing to do with 
a granted letters patent. On top of this, Dr. Woodbridge was guiliy jof egregious 
conduct which, had it occurred today, would have been deemed inequitable conduct. 
For iexample, just before the grant of the patent, in an era more than two full 
generations before the U,S. adoption of the Paris Convention, itself more than thirty 
years in the fumre, the United States had a law that pennitted the applicant to request 
^ secrecy of his application before grant for one year, all for the purpose of investigating 
foreign filings and carrying out such activities. (Not only was there no FedEx or other 

I 

overnight shipping in that period now nearly l50 years ago, but the principal means of 
communication with Europe was through sailing ships — the Wright Brothers were still 
!j=- to ccjme in the following centuiy.) The reason for secrecy was that then, as today, a 
in publication of a patent in the United States would create a bar in Prussia, Bavaria, 
r^ England, France and the other major patent terriiories of Europe. (Germany as a 
S Federal Republic did not yet exist; Japan was still in the era of the tokagawa shogunate 
^ with ; Admiral Perry's black ships still to arrive on Japan's shores.) Yet. Dr. 
5 Woocibridge had published his invention in a fonn parallel to the patent disclosure even 
ry btfore filing his application that Dr. Woodbridge knew would in any event defeat a 

foreign patent right. 

I 

t 

I As can be seen from the trial court record, 55 Ct.CL 234 (1920), there wasno 
patent of any kind involved in the Woodbridge case. Rather^ private legislation was 
enactjed in 1901 to give one of the predecessors to the Federal Circuit — the Court of 
Claifijis — original jurisdiction to award money to Dr. Woodbridge //his 1850-made 
"rifle| cannon" invention would have been patentable under the test of determining 

"[wjheiher [Dr.] Woodbridge was die original and first inventor of the [rifle cannon] 
and e;ntitled to a patent therefor" to the same extent as if he had been granted a patent at 
the tiine his application had been allowed. 



tij 



06/29/2007 11:24 FAX 7033059373 SOLICTOR'S OFFICE 01052 

Case 1 :06-cv-01 640-TFH Document 23-8 Filed 06/29/2007 Page 25 of 3; ' 






m 






m 

r a 

Si 



! Reexamination Nos. 90/004,950 and 90/005^00 

I 

: In contrast to the general patent laws then in effect — and those of today — 
whei^e the Patent Office is charged only with the objective considerations of novelty, 
suppjon and the like, in this case where no patent was involved, the Claims Coun as a 
cond^ion precedent to granting ,an award to Dr. Woodbridge was to make an 
affirmative finding that there had been no prosecution laches. {"" Provided, however, 
Thatithe said court shall first be satisfied that the said Woodbridge did not forfeit^ or 
abandon his right to a patent, by publication delay, laches, or otherwise[.]') 

4 

I 

\ 
I 

j (1) The rifle cannon was invented and put into use at Fort Monroe in 
: 1850 — seventy-three years before the Supreme Court decision in 
\ Woodbridge v. US, 

I 

I > 

I (2) The application was filed February 11, 1852. 

I 

I (3) Less than one week Iater> a first office action was issued on February 

' ! 16, 1852, rejecting the claims ► 

t 

' (4) One week later, on February 23, 1852, .Woodbridge responded. 
: proposing claim changes in pencil. 



: (5) Less than six weeks after filing, on March 19, 1852, the case was 
Q ■ indicated as allowable: "[CJlaims substantially similar to diose set forth 

in pencil illustrate your invention, and that if they be presented they may 
be allowed- " 



(6) On March 23, 1852, the necessary amendment was made and the 
! applicant requested secrecy which — under the 1836 Act could be 
I granted for one year for foreign filing purposes: "I wish to avail myself 
I of this privilege when my patent may issue, in order that my ability to 
: take out a patent in a foreign country may not be affected by the 
I publication of the invention . " 

• (7) On April 15, 1852, the Patent OflSce wrote Woodbridge: "[I]n 
, accordance with your request, the papers were filed among the secret 
\ archives of the office, subject to your directions as to the time of issuing 
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the same." 



(8) Contrary to any possibility of foreign patent rights, a printed 
publication was made ixi December 1852 that was for the purpose of 
advertising the invention, and which fiilly haired European patenting of 
the invention, (The court held that "no attempt was ever made to secure 
a foreign patent. ") 



•.\ 



(9) For 9 Vi years, nothing was done to call the continued secrecy of the 
patent application to the attention of the Office. 



Vr 



.4C 

a E 

c 



r 3 



?IJ 



(10) There was no commercial use for the invention from 1850 until a 
decade later due to the absence of any war activity and the fact that the 
government would be the sole source of commercial use of the invention. 

(11) The Civil War commenced; when visiting West Point in 1861, Drl 
Woodbridge observed similar rifle cannon being used. 

t 

(12) On December 31. 1861, Woodbridge amended his claims to cover 
• the similar rifle cannon invented by third parties in the interval, and 

asked that the patent be granted with the amended claims. 

(13) On January 29, 1862, the Patent Office denied grant of a patent 
because "the length of time you have allowed your invention to slumber 
is a bar to the grant of a patent at the present. For nearly ten years 
[under the pretense of secrecy for obtaining foreign rights, despite a 
statotory limitation of a one year period] you have suffered your 
application to remain locked up within the secret archives of this office 
— not merely beyond the reach of the public^ but beyond even the 
cognizance of the examiners and other officers of this Department. In the 
meantime various patents embracing the same invention have been issued 
in England, and have for years been published in this country/ * * * And 
yet the only reason assigned in your letter of Dec. 31 [, 1861 J for this 
very unusual delay and prolonged silence is that you supposed the 
invention would not prove remunerative until recendy. It is to the 
vigilant and not to the slumbering that the law extends its care * * *[.] 



06/29/2007 11:24 FAX 7033059373 SOLICTOR'S OFFICE ©054 

Case 1 :06-cv-01 640-TFH Document 23-8 Filed 06/29/2007 Page 27 of 32 












Reexamination Nos, 90/004,950 and 90/005,200 



I 



t 



On the doctrine of abandonment * * * the office must refuse your 
claims[.] * * '*' [Y]c>u have the remedy of an appeal from the examiner's 
decision to the board of examiners-in-chief. '* 

(14) On April 15, 1862, Woodbridge appealed from this ruling of the 
commissioner and lost said ayppeal on July 15, 1862, the board of 
examiners in chief sustaining the commissioner. 

(15) On January 7, 1871, Woodbridge appealed to the dien 
Commissioner of Patents in person, requesting a hearing » but none was 
held. 

(16) Woodbridge next asked for a hearing on January 23, 1879; at the 
hearing, held on February 13, 1879, all former decisions were affirmed. 



(17) Woodbridge thwi appealed, on April 9» 1879> from the decision of 
Q i the commissioner to the Supreme Court of the District of Columbia, 

^ i where, on February 28, 1880, the decision was affirmed. 



S ; (18) In 1901, a private bill was passed for Dr. Woodbridge's relief 

f I' vesting original jurisdiction with the predecessor to die Federal Circuit, 

H : the Claims Court, to determine whether compensation should be granted 

O . for the government's use of the invention. 

fti \ (19) The plaintiffs' petition was filed March 7, 1901, and the first 

deposition in support thereof was not filed for more dian five years 

thereafter, the plaintiffs making no effort to close their case until the year 

\ 1913, 12 years after the filing of the petition, and then absorbing an 

I additional period of more than four years in filing briefs. 

i 
I 

i (20) The case was calendared by the court's own motion on January 7, 
.; 1918, and finally argued and submitted in April, 1918. Tentative 
findings were announced by the court in December, 1918, and we are 
now concluding the final stage of the litigation on the motions of both 
I parties to amend the tentative findings. 

I 
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Noting consideration of a claim having its origio mare that sixty years earlier, 
the irial court said: 



it 



"[IJt is perfectly obvious that such a period of procrastination, even 
subsequent to the passage of the jurisdictional act of March 2, 1901, in a 
case so decidedly featured by laches and delays, can not in a judicial 
forum escape the indubitable conclusion that either some great, positive, 
and obvious wrong was imposed upon the inventor in ancient limes, or 
some ex post facto event suddecJy arising in the history of the country 
gave rise to a consciousness thai a claimed invention thought to be 
valueless was by said event converted into one of value of sufficient 
proportions to revive its initiatory validity. 



i5 

w 

b 






J "It must be conceded as an elementary principle of law that a claim thus 

; circumscribed .will be rigidly scanned by the courts, and the reasons 

I 

' advanced for a large money judgment against the defendants must of 

. necessity be sufficiently cogent to overcome the handicap that appears 

\ from the sequence of events upon the face of the record, and which is 

j not, and can not be, disputed. The explanation put forward to remove 

\ this disability must be clear, positive, and free from ambiguity, and 

' clearly attain the stage where, by the exercise of prudence and soxmd 

• judgment, it would be convincing* " 

. The Woodbridge case therefore provides absolutely no basis for any doctrine of 
statutory laches that can be applied — as was done in the Bogese case. (To be sure, the 
Federal Circuit referred to the Woodbridge "patent" In the Symbol case. This does rK)t 

« 

mak^ Symbol Technologies a correct interpretation of the Woodbridge case.) 
: G. The Unpublished Laches Opinions of the Board 



I 

: The Petition Decision fails to reveal the fact that there have been actual cases 
beyond Bogese that deal with prosecution laches. As part of any decision on petition, it 
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j ' ■ Reexamiijation Nos, 90/004,950 and 90/005,200 

I 
I 

is requested that the PTO identify all the cases since 1997 where there is any 

I 

prosecution "laches" mentioned or any reference to the **HuH" caseJ*^ 



! Since the last filing of papers, we have identified the Hieda case''' has held that 
the repetitive filing of continuations to allowed claims in lieu of acceptbg grant of a 
patent constitutes prosecution "laches" to deny the claims. 



j Canon's claims- were rejected "under the doctrine of laches as expressed in Ex 
part^ Hull 191 USPQ 157 (Bd, App. 1975)." The sole issue on appeal was 
"whether the rejection based on the equitable doctrine of laches is sustainable.** 



(a) No Suppression of PubUcation of the Invention 



■Ht I 



O \ A major premise of the laches rejection historically has been to suppress 

^ pubIi;cation of an invention, to nriaintain secrecy for a prolonged period of time. This 

factor had nothing at all to do with the case as Canon's kokai were all published before 
p any continuation had been filed. Here» the Board disagreed with Canon because it 

4 
I 

"conclude[d] that publication of a Japanese [counterpart kokai\ on the invention is not 

necessarily the same as the publication of the invention in the form of a U.S. patent, the 

disclosure requirements of which are specifically designed by the U.S. Patent taws to 

fij apprppriately disclose the invention to the U.S. public.*' Ex^ parte Hieda at pp. 6-7. 

Yet, this ground has no applicability, here, because a United States patent has been 

1 
granted - and hence published - to meet the disclosure needs of the public. 



In an earlier Frefidflm of Information Act proceeding related 10 this case, it was indicated by tfie 
Chaimiaii of the Board of Paient Appeals and Interferences that he has access to a whole text search for a|] 
Board opinions from that date forward, so there S^ essentially no burdea in finding such opinions. 

ExpGTU Hieda, App. No. 9(S-3 1 89 (undated), paienrfile, Hieda et ah, U.S. Patent 6,278,486, paper no. 
19, assignors to Canon K-K. (2001). 
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(b) Repetitive Refilings of Allowed Claims 



■ Insofar as the statutory right to file a continuation application under 35 USC § 
120,: the Board said that "it is not proper to file repetitive continuations, with the same 

i 

claims without any amendments, when all the pending claims in the successive parent 

i 

applications had been allowed. That conduct is against the public policy of disclosing 
an invention to the public as early as possible." Ex pane Hieda at p. 7 (citing Moore v. 
United States, 194 USPQ 423. 436, n. 9 (Ct. Cls. Trial Division 1977)), 



Here, there has been absolutely no refihng of allowed claims; to the contrary, 

t 

there has been a long struggle to gain allowance of generic claims as a cornerstone of 
the entire Ochiai series of prosecutions 



(c) There has been No "Hull Warning^ 



^ I The Board specifically noted that when it mailed a Notice of Allowance in 1994 

that the Examiner had issued a "Hull warning" - mentioning the Hull case and that 
filing a further continuation could result in a laches rejection. Ex parte Hieda at pp- 13- 

Q 14. jThis also happened in the 5ogej^e case. There has been no Hull warning in this 

^ core.; 
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I 

Wherefore, fevorable consideration in the form of strilang the second 
Schrieller/Bogese-hastd double patenting rejection is courteously solicited. 



Dat6 



^/^, f^ ^:^ooz. 
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: The nixdersigned certifies that on September 9, 2002, service of a true and 
complete copy of this paper was made upon E. Thomas Wheelock, attorney for the 
Third' Party Requester, by deposiimg the same in the United States mail in an envelope 
properly addressed to E. Thomas Wheelock, Morrison & Foerster, 755 Page Mill 
Road. Palo Alto. California 94304-1018, with sufficient first class postage affixed. 




Stephen B , Maebius 
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